








a SUEDE SEE SE EISEN AN DA A A NEON NE A EIA A I 
Protection to Trade-Marks. 


WATATATATATATAIAIATAIAILATATALATAAIAIATAAINAAAAAAAL 


; (ATA fm 
QQavaar/s 












Trade-Mark 
Reporter 


NOVEMBER 1915 


1% su | 
Seeu rity to Commerce. 











The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair Com- 
petition in the United States 


This publication, issued monthly, contains all current deci- 
sions of the law of trade-marks, trade-names and unfair competi- 
tion in the courts of the United States, and of the several States 
and in the United States Patent Office. The text of opinions is 
given in full so far as they relate to trade-marks, or allied sub- 
jects, with references to the official or other reports, if any, in 
which the cases are to be found, and with annotations and cross 
references, designed to illustrate the development and assist in 
the study of this branch of the law. 

It likewise contains the text of all legislative enactments of 
the several state legislatures, and of the federal congress, re- 
lating to the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced 
by courts and legislative bodies from year to year. In includes 
also all treaties and conventions to which the United States is a 
party, relating to trade-marks. Each annual volume will be com- 
pleted with an index, digest and table of cases, that will make its 
contents readily accessible for reference. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is TWO DOLLARS per year in the United States, Canada 
and Mexico; elsewhere TEN SHILLINGS. 

Tue Unitep States TrapE-MarK ASSOCIATION, 
32 Nassau Street, 
New York City. 








CONTENTS 


Page 
United States District Court: 
Pennsylvania Rubber Company v. Dreadnaught Tire 
& Rubber Company 429 
Omo Manufacturing Company v. Mystic Rubber Com- 


445 


United States Expansion Bolt Company v. 


Kroncke Hardware Company, et al. 
New York Supreme Court: 
Thomas R. Withers, Respondent, v. John D. Mills 
and John F. Honness, Appellants 
Oregon Supreme Court: 
Wood, et al. v. Wood 


Commissioner of Patents 











Fe ee ae ee ee we se 


ee ee 


ee ee vee Te ee ee ee ee ee 





| 
. 








Published 


by 


The United States Trade-Mark Association 


AN ORGANIZATION FOR THE PROTECTION OF TRADE-MARKS AND TRADE NAMES 
32 NASSAU ST., NEW YORK 


Organized 1878 


Medal, World’s Columbian Exposition, 1893 Grand Prix, Paris Exposition, 1900 


OFFICERS OF THE ASSOCIATION 


EBERHARD FABER, President 
(200 Fifth Avenue, New York) 

A. J. Horuick, Vice-President 
(37 Pearl Street, New York) 

ALBIN TROJAN, Treasurer 
(130 Fulton Street, New York) 

ARTHUR WM. Barser, Secretary 


(32 Nassau Street, New York) 


Copyright, 1915, 
by 
The United States Trade-Mark Association. 


Entered as second-class matter July 12, 1911, at the 
Post Office at New York City, under the act of con 
gress of March 3, 1879 


NOTICE TO ATTORNEYS 


The Trade-Mark Reporter wishes to publish all cases of trade-mark 
infringement or unfair competition decided by any court in the United 
States and will appreciate the courtesv of attorneys in fo rwarding copies 
of any opinions not elsewhere published or in forwarding copies to us 
in advance of their appearance in official publications. 


DEC -| 191d 


Oc,B34387 1 


The 


Trade-Mark 
Reporter 


Vol. 5 NEW YORK, NOVEMBER, 1915 No. 11 


UNITED STATES DISTRICT COURT 


PENNSYLVANIA RUBBER CoMPANY V. DREADNAUGHT TIRE & 


RUBBER COMPANY 
(225 Fed. Rep., 138) 
District of Delaware, July 24, 1915 


1. TRADE-MARKS—DESCRIPTIVE TERM 
The words “Vacuum Cup” for automobile tires, the tread of which 
consists of four or five rows of cup shaped rubber projections which 
grip the pavement by suction or vacuum, are descriptive and not the 
proper subject of monopoly as a trade-mark. 
2. UNFAIR COMPETITION—DRESSING OF ARTICLES. 
Where the lettering and color of automobile tires and their packing 
are dissimilar, except as to the words “Vacuum Cup” 


and “Vacuum 
Tread” 


and where there is no evidence of an attempt to create con- 
fusion as to origin, no unfair competition exists 
3. UNFAIR COMPETITION—SALE OF “SECONDS.” 

Where defendant, sold “seconds” or defective tires, to a dealer 
located near plaintiff’s factory. and adjoining a store where plaintiff's 
tires were sold, without marking them “seconds” and removing only 
a portion of its corporate name, so that the words “Tire & Rubber 
Company” and “Vacuum Tread” remained, the defendant is 
of unfair competition, for the tires, 
be palmed off as the plaintiff’s 

4. UNFAIR COMPETITION—CONTRIBUTORY LIABILITY. 

On the issue of unfair competition in trade, the liability of the 

manufacturer is the same where he puts it 


guilty 
under these circumstances, can 


within the power of a 
dealer to deceive the the public, and the public is thus deceived, as 
where the manufacturer directly accomplishes that result. 
5. UnrFarR COMPETITION—FRAUD 
Fraud, constituting unfair competition, must be 


satisfactorily 
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an appropriate remedy, would not justify a general restraint of a 
legitimate business. 
6. UNFAIR COMPETITION—ACCOUNTING. 
Where it does not appear, in a suit for unfair competition, that 
anyone desiring to obtain the plaintiff's goods, was misled into the 
purchase of the defendant’s goods, no accounting will be decreed. 


In Equity. Decree for complainant in part. 


Christy & Christy, of Pittsburg, Pa., and Ward, Gray & 
Neary, of Wilmington, Del., for complainant. 

Harry E. Karr, of Baltimore, Md., and Marvel, Marvel & 
Wolcott, of Wilmington, Del., for defendant. 


BrapForD, District Judge—The Pennsylvania Rubber Com- 
pany, a corporation of Pennsylvania, has brought its bill against 
the Dreadnaught Tire & Rubber Company, of Delaware, charg- 
ing the defendant with unfair competition in trade, and praying 
for an injunction and an accounting. The bill avers, in sub- 
stance, among other things, that the complainant has long been 
a manufacturer of rubber tires for vehicle wheels; that, among 
other things, it produces anti-skid tires for automobile service 
of a peculiar style and calls them Vacuum Cup tires; that such 
tires are and have long been widely and favorably known as 
Vacuum Cup tires or Vacuum Cup Tread tires; that the com- 
plainant’s trade in such rubber tires is large and valuable to it; 
that the name Vacuum Cup is and long has been established in 
the rubber tire industry as the name of the complainant’s product 
only; that its rights therein and connected therewith have been 
universally recognized and respected ; that the defendant recently 
and since the acquisition by the complainant of its rights above 
referred to has put upon the market anti-skid automobile tires 
of substantially the same peculiar style as the complainant’s 
above referred to, and marked and advertised and is marking 
and advertising them as Vacuum Tread tires; that the effect 
of such action on the part of the defendant is to lead the pur- 
chasing public to believe that such tires so called, marked and 
advertised, are the product of the complainant; that the de- 
fendant’s agents and retail dealers in the defendant’s tires have 
sold the same as and for the complainant’s Vacuum Cup tires; 
that the defendant’s intention in adopting the words Vacuum 
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Tread as and for its tires has been and is to take advantage of 
the reputation acquired by the complainant in its manufacture 
and sale of Vacuum Cup tires, and thereby to represent its tires 
as the tires made by the complainant; that the complainant has 
given the defendant written notice of its rights in the premises 
and requested that de‘endant’s acts herein complained of cease ; 
and that while the defendant has acknowledged the receipt of 
such notice the acts complained of continue. The complainant 
prays that the defendant, its ofhcers, etc., be enjoined from 
selling or offering for sale any vehicle tires under the name 
Vacuum Tread or under any other name so nearly resembling 
the name Vacuum Cup as to cause confusion in trade and from 
selling vehicle tires of the defendant’s manufacture in response 
to orders for Vacuum Cup tires or for tires under any name 
so closely resembling the name Vacuum Cup as to cause such 
confusion; that damages be awarded to the complainant to be 
computed by a master; and that an account thereof be taken. 
The defendant in its answer denies that the tires made by it 
are of substantially the same peculiar style as the complainant’s 
tires, or that the purchasing public is being misled in the prem- 
ises either by the style of the tire or the words used descriptively 
of them or otherwise, or that the defendant’s agents and dealers 
with its knowledge or consent have sold its tires as and for 
the tires of the complainant, but on the contrary avers that the 
defendant’s tires are of a pattern, color, design and style so 
different from those of the complainant as to be easily and 
readily distinguishable from them; that the color of the com 
plainant’s tires is brown while that of the defendant’s is light 
gray; that the defendant’s tires are marked, advertised and sold 
as “Dreadnaught Vacuum Tread Tires”; that they are sold at 
a lower price than the complainant’s tires and are better than 
them; that while the complainant’s tires are guaranteed to give 
but 4,500 miles of service those of the defendant are guaranteed 
to give 5,000 miles of service; that the intention of the defendant 
has been to distinguish its tires from any other tire and to build 
up a separate trade and a valuable good will, founded upon a 
superior tire at a lower price; that the use of the word “Vacuum” 
is not new but has been used descriptively when applied to the 
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various makes of tires wherein the principle of a vacuum or 
suction is used to prevent skidding; that the word “Tread” is 
a term universally applied to that portion of a pneumatic tire 
which comes in contact with the roadway; that automobile tires 
are known to the purchasing public by the name of the manu- 
facturer thereon and not by the terms descriptive of their var- 
ious rough treads; that the defendant’s tires are advertised and 
marked in large letters of distinctive design “Dreadnaught” ; 
that the complainant advertises tires bearing the monogram 
“V C” together with the words “Oil-Proof, Vacuum Cup, Non- 
Skid,” while the defendant’s tires bear the words and are ‘adver- 
tised as “Dreadnaught Vacuum Tread” tires, the word ‘“Dread- 
naught” always appearing prominently and conspicuously; and 
that the defendant is in good faith engaged in the manufacture 
and sale of automobile tires in Baltimore, and the sale of the 
same throughout the country, and is employing in the said in- 
dustry large numbers of men. 

It is somewhat remarkable that, while the counsel for the 
complainant, both in their oral argument and in their printed 
brief, have strenuously insisted that the evidence presents a 
case of infringement of common law trade-mark consisting of 
the words “Vacuum Cup,” as well as that of unfair competition 
in trade, the term “trade-mark” does not once occur in the bill, 
and from beginning to end there is not the slightest suggestion 
in it that the words “Vacuum Cup” denote anything of the kind. 
The case made by the bill and denied by the answer is one of 
unfair competition in trade pure and simple. The bill does not 
attempt to set forth the essential elements or prerequisites of a 
trade-mark. There is not even any allegation that the complain- 
ant was the first to adopt and exclusively appropriate the words 
“Vacuum Cup” in connection with rubber anti-skid tires, or in 
any other connection. The bill evidently was prepared diverso 
intuitu, and the claim now made of a trade-mark consisting of 
the words “Vacuum Cup” strongly impresses this court as an 
afterthought. ‘There are several facts which confirm this im- 
pression. A short time prior to the institution of this suit and 
as a preliminary to it the counsel for the complainant wrote to 
the defendant, August 3, 1914: 
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“Our client, Pennsylvania Rubber Company, lays before us the in 
formation that you are advertising and selling tires under the phrase 
‘Vacuum Tread.’ We write to give you notice that the Pennsylvania 
Company considers the phrase ‘Vacuum Tread’ such a near resemblance 
to the phrase ‘Vacuum Cup’ as to be calculated to deceive, and that they 
will not countenance other advertisement and sale of tires under the 
name ‘Vacuum Tread.’” 


If the counsel for the complainant understood or had been 
informed that the defendant in using the words “vacuum tread” 
was infringing any supposed trade-mark right of the complain- 
ant in or to the words “vacuum cup” in connection with the 
manufacture and sale of the complainant’s product, it seems un- 
accountable that in the above letter, written shortly before the 
filing of the bill and intended to complain of the alleged griev- 
ance or wrong suffered by the complainant at the hands of the 
defendant, there should not have been the slighest reference to 
trade-mark infringement, and that the communication should 
have had reference exclusively to unfair competition in trade. 
Further, it does not appear from the evidence that the com- 
plainant in any circular, advertisement, letter or other commun- 
ication before the court at any time stated directly or indirectly 
that it had a trade-mark consisting of the words “vacuum cup” 
in connection with its tires, or in any other connection. It is true 
that the complainant is the owner of a trade-mark, registered 
February 20, 1912, which is applied to its tires by being em- 
bossed in the substance thereof, and also by being affixed to 
such tires or the package containing them by means of a printed 
label bearing it; the trade-mark consisting of a monogram com 
posed of the capital letters V and C arranged in peculiar and char 
acteristic form. But it is not charged or intimated by the com- 
plainant that this trade-mark has been infringed by the defend- 
ant or through its procurement, or by any other person or 
persons. 

The Vacuum Cup tire has a tread on which there is a series 
of rubber cups extending in four or five rows around and cir- 
cumferentially of the periphery of the tire, by means of which 
when the tire is in use a sucking action is set up tending to 
prevent skidding. The words “vacuum cup” as applied by the 
complainant to its anti-skid rubber automobile tires is used purely 


in a descriptive sense. This is the natural and obvious meaning 
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of the phrase when so applied. That it is employed in such 
descriptive sense appears, not only from the sundry statements 
made by or on behalf of the complainant, but from the manner 
in which the words “vacuum” and “suction,” and other equivalent 
expressions, have been used in connection with treads of rubber 
tires and their construction in patent descriptions and other 
documents pertinent to the subject-matter of skidding, both 
before and after the adoption and application of the phrase by 
the complainant in 1909. A “vacuum cup” is equivalent to a 
“suction cup.” A vacuum, either total or partial, in a rubber 
cup necessarily results in suction, and no suction exists save 
through a vacuum, total or partial. The complainant’s expert 
Browne, in answer to the question, ‘““What is the difference be- 
tween ‘vacuum cup’ and a ‘suction cup’? answers, “There is 
no difference ;” and further states that “suction is practically the 
same as vacuum; that is to say, they both of them involve rarefi- 
cation of air. Perhaps, technically speaking, ‘suction’ is the 
effect of ‘vacuum,’”’ and that they are “substantially synony- 
mous.” The general manager of the complainant testifies as 
follows: 

“X. Are the words ‘Vacuum Cup’ descriptive of your tire? A. I 
should think it was, yes. X. A descriptive name of it? A. Yes, I think 
it is descriptive. X. Will you kindly explain to the court what the 
function of the cup is, and what it does? A. In creating a vacuum—I 
could best explain it, I think, by saying that the action of the cup is 
exactly the same as the action of the little patented hat holders that 
were out as novelties. Most every one has seen those. It had a little 
hook on the end of a little cup, and you placed it against the window, 
or any smooth surface, and it held. In creating a vacuum the cup grips 
the surface of the road. X. It must create a vacuum to grip the surface 
of the road, mustn’t it? A. That is the principle, yes.” 

The Motor for January, 1912 (Complainant’s Exhibit No. 

g), states with respect to the Vacuum Cup tread manufactured 
by the complainant: 
_ “This tire obtains its name from the shape of the tread, which is 
formed from a series of thick rubber cups set close together. These 
are so designed that they obtain a suction hold on the road surface 
and prevent any tendency to skid on wet asphalt or other slippery 
surfaces.” 

The Motor Age of January 30, 1913, offered in evidence 
by the complainant (Exhibit No. 11) states: 
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“In addition to the plain tread, the non-skid tire known as the 
Vacuum Cup tire, characterizes the Pennsylvania Rubber Co.’s products. 
The tread of the Vacuum Cup is formed of a series of rubber cups, 
four in a row, extending around the tire. There is a suction action set 
up when the tire is in use on a motor car and this is said to prevent 
auny tendency to skid.” 


Automobile Topics of January 14, 1911 (Complainant’s Ex- 
hibit No. 5), states: 


“Pennsylvania clincher tires in plain and vacuum cup treads as well 
as aeroplane tires are shown by the Pennsylvania Rubber Company of 
leannette, Pa. The vacuum cup tread tire is made of Para rubber 
reinforced with Sea Island cotton fabric. It gets its name from the 
series of raised discs on the tread; these are semi-spherical in shape 
and at the axis they are indented like a cup, hence their name.” 


Automobile Topics of January 13, 1912 (Complainant’s Ex- 
hibit No. 8), says of the tread of the Vacuum Cup tires: 


“This tread consists of five circular rows of cup-shaped rubber 
projections surrounding the surface of the tire. The individual cups 
of adjoining rows are staggered, and each is moulded on a tread of 
regular thickness so that the amount of rubber used is increased, rather 
than diminished by the projections and indentations. These cup-shaped 
projections are designed to hold the road surface with which they come 
in contact with a suction grip due to the fact that the pressure of the 
weight forces the air out of the hollow space. This prevents skidding 
and forward slipping,” etc 

So the complainant in an advertisement in the Motor for 
May, 1913 (Defendant’s Exhibit No. 33), relative to its Vacuum 
Cup tires, says that “the suction hold of the vacuum cups, guar- 
anteed to prevent skidding on wet or greasy pavements,” etc. 
\lso in an advertising pamphlet (Defendant’s Exhibit No. 29) 
the complainant says with reference to its Vacuum Cup tread: 

“The suction principle of skid prevention, reduced to practice through 
the massive vacuum cups moulded on the tread, has fully vindicated our 
original claim for having invented the only genuinely effective non-skid 
tires.” 

The descriptive portions of numerous patents, domestic and 
foreign, furnish convincing evidence of the descriptive char- 
acter of the phrase “vacuum cup” as applied to the treads of 
rubber tires; the matter so set forth being required by law to 
be truly descriptive. In British patent No. 20,669, A. D. 1896, 
for improvements in covers for pneumatic tires (Defendant’s 
Exhibit No. 13), it is stated: 
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“Our improved cover effectually prevents slipping, as the ring-like 
projections form suckers when wet, the center line of them coming in 
contact with the road, or track when going straight, and the side lines 
when turning a corner, thus affording the rider perfect safety at all 
times.” 

In patent No. 582,194, granted in 1897 (Defendant's Ex- 
hibit No. 11), for a pneumatic tire reference is made in the 
description to “the grip resulting from the rarefied air in the 
cells due to the compression of the walls of the cells, which 
causes a partial vacuum to be produced, so that the suction 
resulting therefrom will establish a firm hold of the tire on the 
ground, floor, street or other place where it rests, preventing 
lateral slipping as well as slipping in the direction of travel.” 
In British patent No. 4,790, A. D. 1905, for improvements in 
tread surfaces for motor car, cycle and like vehicle tires (De- 
fendant’s Exhibit No. 12), it is said: 


“T adopt a series of cup shaped projections around the periphery of 
the tyre, the diameter of each projection to be the width of the road 
tread of the tyre, to which it is attached. Each projection to be sepa- 
rated by a space sufficient to allow the expansion of each cup as they 
come in contact with the road. Each cup acting independently of each 
other creates a suction or vacuum sufficiently holding to keep the wheel 
in a straight course.” 


In patent No. 908,275, granted in 1908 (Defendant’s Exhibit 
No. 18), for improvements in tires, the description contains the 
following statement: 

_ “This invention relates to non-skid tires which are provided with 
circular recesses in the tread to act as suction chambers.” 

In patent No. 917,612, granted in 1909, for an anti-skidding 
tire (Defendant’s Exhibit No. 15), reference is made to recesses 
in the tread of the tire which “act as suction chambers when 
coming in contact with the road,” etc. In patent No. 928,868 
(Defendant’s Exhibit No. 17), granted in 1909, it is said: 

“The object of the present invention is to provide a pneumatic or 
other rubber tire with a tread surface possessing the advantages of the 
continuous flat tread surface, but which avoids the above mentioned 
disadvantages, and which further enables recesses or the like to be 


provided in the tread at intervals so that a suction can be set up to 
increase the resistances to skidding.” 


In patent No. 929,632 (Defendant’s Exhibit No. 28), 
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‘ranted in 1909, for a tire tread provided with rubber cups, 
each cup as the tread rolls over the roadway was recognized 
and claimed as “standing alone and acting independently from 
the others in creating vacuum and maintaining a suction contact 
with the road.” It is as unnecessary as it would be tedious to 
refer to other advertisements or patents in support of the plain 
proposition that the phrase “‘vacuum cup” as used in connec- 
tion with the complainant’s non-skid rubber tires, is not an 
arbitrary or fanciful expression or symbol, forming the legitimate 
subject-matter of a common law trade-mark, not merely sug- 
gestive, but is truly and purely descriptive. It should be suf- 
icient to accept the statement contained in Complainant’s Ex- 
hibit No. 5 touching the “Vacuum Cup” tread tire: 


“It gets its name from a series of raised discs on the tread; these 


re semi-spherical in shape and at the axis they are indented like a cup, 
hence their name.” 


It is admitted that this case is not controlled or affected 
by the act of February 20, 1905, touching the registration of 
trade-marks (33 Stat. 725), or any of its amendments, and that 
the question of trade-mark or no trade-mark is not determined 
by any statutory enactment. It is further admitted that the 
defendant has a right to manufacture and sell rubber automobile 
tires belonging to the same class and substantially the same in 
construction and operation as the complainant’s tire, if it does 
not use the word “vacuum” in connection with them. In other 
words, the contention is that while the defendant is at liberty 
to make and sell the article it cannot designate it by a phrase, 
not merely suggestive, but truly and peculiarly descriptive of 
its construction and operation. On the settled principles of 
trade-mark law this contention, I think, cannot be sustained. 
The complainant was not entitled to appropriate and monopolize 
to the exclusion of others descriptive words properly applicable 
to non-skid rubber tires operating by vacuum or suction. At 
and before the time the complainant adopted the words “vacuum 
cup” in 1909 that phrase was and ever since has been merely 
descriptive as applied by it; and the words “vacuum tread” were 
and are at least equally descriptive and as such open to use by 
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all manufacturers and vendors of rubber automobile non-skid 
tires. Those phrases were not arbitrary, fanciful, symbolical 
or merely suggestive, and were not the subject of any exclusive 
proprietary right in them as applied to such tires—an essential 
and distinguishing feature of a trade-mark proper. An instruc- 
tive case in this connection is British Vacuum Cleaner Co. v. 
New Vacuum Cleaner Co. (2 L. R. Ch. Div. [1907], 312), 
where it was held that the words “Vacuum Cleaner” were de- 
scriptive and not the subject of exclusive appropriation. There 
are a number of cases where words or phrases suggestive of 
the qualities or characteristics of an article, but not descriptive 
of it or of its function or operation, have been held to be the 
subject of exclusive appropriation as trade-marks. In Globe- 
Wernicke v. Brown ({C. C.] 121 Fed., 185), Judge Acheson 
held that the word “Elastic” was not really descriptive of a 
bookcase or filing cabinet constructed in sectional parts, saying 
that “in no true sense is such an article elastic’; that the word 
was merely “figurative” or “suggestive,” and hence was the 
subject of exclusive appropriation as a valid trade-mark. So in 
Ludington Novelty Co. v. Leonard ([C. C.] 119 Fed., 937; 
Id., 127 Fed., 155; 62 C. C. A., 269), which is admitted by the 
counsel for the defendant to be “nearer to the case at bar than 
any other known to us,” it was held by Judge Townsend that 
the word “carroms” as applied to a game played with disks 
where the object was not to strike two separate disks, but to 
drive a single one into a pocket or to some particular position 
on the board on which such game was played, could be appro- 
priated as a trade-mark—‘‘carroms in the strict sense being the 
case where one ball strikes another, and then, glancing, strikes 
a third.” The circuit court of appeals for the second circuit 
in affirming the decree below said: 


“It by no means follows that because carroms occur during the 
progress of a game, it can be fairly or intelligently described as a 
carrom game. Carroms, in the broad sense, occur in tennis, hockey, 
croquet, curling, polo, and golf. Even in foot ball carroms of an exceed- 
ingly strenuous character are not infrequent. But no one, with the 
slightest reputation for accuracy, would think of employing the word 
as descriptive of these or other kindred games.” 


In the foregoing two and in similar cases descriptive words 
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were used in connection with the article to which they were 
applied arbitrarily in a non-descriptive or inaccurately descrip- 
tive sense, and were, therefore, subject to appropriation as trade- 
marks on the same ground on which mere symbols, fanciful 
words and figurative expressions may be sustained as such. But 
the case in hand is not the case of the use of descriptive words 
in a non-descriptive sense, but purely descriptive. The words 
“vacuum cup” and “vacuum tread” must be taken in connection 
with the rubber automobile non-skid tires to which they are 
applied, and when so taken can be nothing else than descriptive. 
They are purely descriptive as “suction cup” or “suction tread” 
would be. Whatever bearing the use of “vacuum cup” and 
“vacuum tread” may have upon the question of unfair competi- 
tion in trade, it seems clear neither of those phrases can con- 
stitute a trade-mark. But even on the assumption of the exist- 
ence of a trade-mark in either of them, the bill, as before stated, 
does not, directly or indirectly, set up such trade-mark. 

The complainant, however, charges and relies on unfair 
competition in trade on the part of the defendant. The doctrine 
of unfair competition in trade rests upon the ground that it is 
inequitable that one should palm off his goods on the public as 
those of another. Such unfair competition as distinguished from 
infringement of trade-marks does not involve the violation of 
any exclusive right to the use of a word, mark or symbol. A 
name or phrase may be purely generic or descriptive or indica- 
tive only of style, size, shape or quality, and as such open to 
the public, yet there may be unfair competition in trade by an 
improper use of such name or phrase. Two rivals in business 
competing with each other in the same line of goods may have 
an equal right to use the same name or phrase in connection 
with similar articles produced or sold by them respectively; yet 
if such name or phrase was used by one of them before the 
other, and by association has come to indicate to the public that 
the goods to which it is applied are of the production of the 
former or of superior quality or excellence resulting from care 
or skill observed in their manufacture, production or selection, 
the latter will not be permitted, with intent to mislead the public, 
to use such name or phrase in such manner, by trade-dress or 
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otherwise, as to deceive or be capable of deceiving the public as 
to the origin, manufacture, ownership, production or selection 
of the articles to which it is applied; and he may be required 
when using such name or phrase to place on articles of his own 
production or the packages in which they are usually sold some- 
thing clearly denoting the origin, manufacture, ownership, pro- 
duction or selection of such articles, or negativing any idea 
that they were produced or sold by the former. In determining 
the question of unfair competition by a manufacturer in imitat- 
ing the name, label or dress adopted by a competitor under 
which the article is sold at retail, the material inquiry is, not 
so much whether jobbers or dealers would be deceived, but 
whether the resemblance is such as is calculated and intended 
to deceive the ultimate purchaser of ordinary intelligence using 
ordinary care. And it should be borne in mind that while it 
is a wholesome doctrine that equity will restrain unfair competi- 
tion in trade, it should, as stated by the circuit court of appeals 
for this circuit in Lare v. Harper & Bros. (86 Fed., 481; 30 
C. C. A., 373), be “applied with caution, lest, through possible 
misapplication, healthful and honorable competition be defeated.” 
Deferring for the moment the consideration of the disposition 
of its “seconds,” has the defendant otherwise been guilty of 
unfair competition in trade? The Vacuum Cup tire of the 
complainant has on each of its sides in raised rubber letters 
the words “Pennsylvania Vacuum Cup Oil-Proof” preceded and 
followed by the above mentioned monogram consisting of the 
capital letters “V’ and “C,” and also the words “Pennsylvania 
Rubber Co., Jeanette, Pa.,” and numerals indicating the dimen- 
sions of the tire. The words “Pennsylvania Vacuum Cup” are 
in large and prominent letters and are naturally the first to be 
noticed by any one examining or glancing at the side of the tire. 
The “Vacuum Tread” tire of the defendant has on one of its 
sides in raised rubber letters the words, ‘““Made by The Dread- 
naught Tire & Rubber Co., Baltimore, Md.,” and numerals in- 
dicating.the dimensions of the tire; and on the other side of the 
tire, also in raised rubber letters, the words, “Vacuum Tread” 
and similar numerals. The words, “The Dreadnaught Tire & 


Rubber Co.” and “Vacuum Tread” are in large and prominent 
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letters and are naturally the first to be noticed by any one ex- 
amining or glancing at the sides of the tire. _Even aside from 
the evidence in the case I do not preceive how any one not 
grossly ignorant or careless could be misled by anything appear- 
ing on the defendant’s tire into a belief that it was the tire of 
the complainant. Certainly the words “Made by The Dread- 
naught Tire & Rubber Co.” were not placed on the defendant’s 
tire for the purpose of deceiving. Those words are virtually 
a bold announcement that the tire is not the tire of the com- 
plainant, and are sufficient to so inform any reasonable pur- 
chaser who keeps his eyes open when buying a tire not enclosed 
in its package. The package containing the complainant’s tire 
has on each side in large and unmistakable type the word, ‘‘Penn- 
sylvania,”’ in connection with the monogram hereinbefore men- 
tioned. The package containing the defendant’s tire is of a dif- 
ferent color and has running completely around its periphery 
the words and figures, “Dreadnaught Tires 5000 Miles,” several 
times repeated. It is quite as difficult to conceive that any 
ordinarily intelligent and careful purchaser should be misled 
by the package of the defendant into a false belief as to its 
contents as that he should be deceived by seeing the defendant’s 
tire when unwrapped. There is not the slightest evidence so 
far as the appearance of the defendant’s tire or its package is 
concerned of any design or intention on its part that either of 
them should be mistaken for the tire or package of the com- 
plainant. It is further to be observed that it is reasonable to 
expect closer attention on the part of a retail purchaser to such 
articles as automobile tires than to pocket knives or packages of 
chewing gum. Further, nowhere in the circulars, advertise- 
ments or other literature of the defendant is there disclosed 
anything intended or calculated to deceive or create confusion 
in the minds of the purchasing public as to the origin or owner- 
ship of its tires. Distinguishing words are so used as to prevent 
deception or misunderstanding. Still further, it does not appear 
from the evidence that there was any case in which one desiring 
to purchase the complainant’s tire was misled into a belief by 
the appearance of the defendant’s tire or its package that the 
defendant’s tire was that of the complainant. I am satisfied 
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that unless in connection with the sale and disposition of the 
defendant’s “seconds” the bill cannot be sustained. 

It appears from the evidence that the defendant sells its 
“seconds” to “The Tire Store” in Greensburg, Pennsylvania, and 
that “The Tire Store” disposes of them to various customers. 
This store is at the distance of only a few miles from Jeannette 
where the manufacturing plant of the complainant is situated. 
On the front of the store there are two large signs, one of them 
bearing the words, “Greenburg’s Original Factory Seconds Tire 
Store,” and the other the words, “The Tire Store Automobile 
Tires Factory Seconds Vacuum and Plain Treads Standard 
Make Guaranteed Tires Some Prices.” A “second” is a tire 
which is defective in manufacture and sold without guarantee. 
Adjoining “The Tire Store” and fronting on the same street there 
is another store where the complainant’s Vacuum Cup tires are 
sold. The building has signs on its front bearing the words 
“Greensburg Tire & Retrading Co.,, and “Vacuum Cup Tires.” 
It does not appear that any of the defendant’s Dreadnaught 
Vacuum Tread Tires, save ‘“‘seconds,” were sold at the above 
mentioned tire store. The evidence shows that while it was the 


custom of automobile rubber tire manufacturers in selling or 


otherwise disposing of their “seconds” either to brand them with 
the word “Second,” or to remove and obliterate from the tires 
the name of the manufacturer and of the tire, the defendant did 
neither; but on the contrary omitted to so brand its “seconds,” 
and while removing and obliterating the words ‘““Made by The 
Dreadnaught” and “Baltimore, Md.,” left thereon the words “Tire 
& Rubber Co.” and “Vacuum Tread.” The circumstance that 
the defendant’s “seconds” were sold to consumers by “The Tire 
Store,” and not by the defendant directly, is immaterial; for it 
is well settled that on the issue of unfair competition in trade 
the same liability will exist where the manufacturer puts it 
within the power of a dealer to deceive the public and the public 
is deceived as where the manufacturer directly accomplishes that 
result. In Lever v. Goodwin (L. R. 36 Ch. Div., 1) a decree 
made by Mr. Justice Chitty in favor of the complainant in a 
case of unfair competition in trade was affirmed. In his decision 
he well said: 
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“Now it has been said more than once in this case, that the manu 
turer ought not to be held liable for the fraud of the ultimate seller 


that is, the shop keeper or the shop keeper’s assistant; but that is not 


the true view of the case. The question which I have to try is whether 
the defendants have or have not knowingly put into the hands of the 
retail dealers the means of deceiving the ultimate purchasers.” 


Notwithstanding certain evidence offered by way of ex- 
planation of the course pursued by the defendant in the sale 


and disposition of its “seconds,” I am satisfied that it was 
calculated, if not designed, to mislead the purchasing public as 
to their origin, and that the defendant is answerable for unfair 
competition in trade with respect to them. 

It is contended, and there is evidence to show, that on a 
certain occasion a “Vacuum Cup Clincher Casing” was, by the 
procurement of the complainant, ordered by one Hanse, as a 
dealer in Long Island, of one Pagani, the general sales agent 
of the defendant company with an office in New York, and 
that the order was filled with a Dreadnaught Vacuum Tread tire 
by the Rubber Tire Accessories Company in that city, a distributor 
for the defendant company. ‘The complainant attaches to this 
transaction a decree of importance to which it is by no means 
entitled. The order did not specify a “Pennsylvania Vacuum 
Cup” tire. Accompanying the order Hanse sent a card on 
which he stated that “Arrangements have been made with the 
Pennsylvania Rubber Co., whereby he can furnish at short notice 
Pennsylvania Oil Proof Vacuum Cup * * * Casings,” ete. 
There is evidence on the part of the defendant, given by Pagani, 
that he supposed that the order was given for one of the de 
fendant’s tires, for the reason that as Hanse represented himself 
as having made arrangements, as above quoted, with the com- 
plainant, he, Pagani, did not believe that an order would have 
been given to the defendant or its distributor for any other than 
one of its own tires. This seems to be a reasonable and natural 
explanation of the transaction, especially in view of the facts 
that the order did not mention a Pennsylvania Vacuum Cup 
Tire; that the word “clincher” is in raised letters on the de- 
fendant’s tire as well as on that of the complainant; and that 
the defendant’s tire contains a vacuum cup as well as that of 


the complainant. Under these circumstances I am unable to 














THE TRADE-MARK REPORTER 


444 


find any fraud in this transaction. Fraud is not a matter of 
mere surmise but must be satisfactorily proved; and here the 
proof is lacking. Indeed, were it otherwise I should not be 
prepared to hold that an isolated act of fraud for which the law 
would furnish an appropriate remedy would justify a general 
restraint of a legitimate business. So there is evidence upon 
which the complainant lays great, and, I think, unwarranted 
stress, tending to show that on a certain occasion a telephonic 
order was by the procurement of the complainant given by one 
Painter to “The Tire Store” for a “Vacuum Cup” tire. This 
order was given August 4, 1914, and on the same day a letter was 
written by Painter to The Tire Store in which he ordered a 
“Pennsylvania Vacuum Cup Second Tier” [Tire]. The latter 
admittedly related to the same subject as the telephonic order. 
One of the defendant’s Vacuum Tread “seconds” was sent to 
Painter. There is a serious conflict in the evidence on the point 
whether the defendant’s “second” was sent to Painter pursuant 
to the telephonic order before the receipt by The Tire Store of 
the above mentioned letter, and also as to the exact purport of 
the telephonic order. The testimony of Farr who received that 
order at The Tire Store substantially differs from that of Painter, 
who gave it, as before stated, by procurement of the complainant. 
Farr states that Painter asked him “whether we had a Vacuum 
Cup Tire,” and “I told him we did not, but we had a Vacuum 
Tread tire, in a second, made in Baltimore’; that “he asked 
me whether we had a 32x 3%,” and “I told him to hold the 
phone a minute until I could look”; that “I went to the pile and 
looked and I returned to the phone and told him we had. I 
told him the price, and he asked me whether we would ship him 
one”; that “I told him I would” and “shipped him a 32x3% 
©. D. Vacuum Tread second”; and that it was shipped some- 
time in the afternoon of the same day. It appears from the 
evidence that none of the complainant’s “seconds” were sold at 
The Tire Store. Under the circumstances, and especially in 
view of the specific and natural character of Farr’s testimony, 
[ am unable to find that fraud was practiced in the furnishing to 
Painter of one of the defendant’s instead of one of the com- 
plainant’s “seconds.” ‘The Hanse and Painter transactions above 
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mentioned are the only instances in which there has been an 
attempt to establish fraud in fact on the part of the defendant. 
But for the reasons hereinbefore expressed, although I am un- 
able to discover that actual fraud was practiced by the defendant 
with respect to the disposition of its ‘seconds,’ I am satisfied 
that the defendant is answerable for unfair competition in trade 
with respect to them, and that the complainant is entitled to a 
decree enjoining and restraining the defendant from selling or 
furnishing for sale, or permitting to be sold, its “seconds” of 
the Dreadnaught Vacuum Tread tires without the words, “Made 
by The Dreadnaught Tire & Rubber Co.” in raised letters on 
the side of such tires, unless the words “Vacuum Tread” be first 
removed and obliterated, or from directly or indirectly stating 
or holding out that its “seconds” are the “seconds” of the 
Vacuum Cup tires of the complainant; the costs to be equally 
divided between the parties. No accounting will be decreed for 
the reason that it does not appear that any one desiring to obtain 
the complainant’s tire was misled into the purchase of one of 
the defendant’s tires for that of the former. 

A decree for the complainant in accordance with this opin- 
ion may be prepared and submitted. 


Omo MANUFACTURING COMPANY Vv. Mystic RUBBER COMPANY 
(225 Fed. Rep., 92) 
District of Massachusetts, June 9, 1914 
TRADE-M ARK—I NFRINGEMEN’ 
The trade-mark “pMpb” is an infringement of the registered 


trade-mark “oMo,” when applied to the same class of goods and in 
the same place. 


In Equity. On final hearing. 


Boyden, Palfrey, Bradlee & Twombly and Howland Twom- 
bly, all of Boston, Mass., and Archibald Cox, of New York City, 
for plaintiff. 

Clyde L. Rogers, of Boston, Mass., for defendant. 


Morton, District Judge.—This is a suit to restrain infringe- 
ment of the complainant’s trade-mark oMo, which was reg- 
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istered in the United States Patent Office on April 2, 1895, 
No. 26,313. No question is now raised as to the validity of this 
trade-mark, nor as to the complainant’s ownership of it. The 
respondent has used to a limited extent, and intends to continue 
to use upon the same class of goods as that to which the com- 
plainant’s mark is applied, viz., dress shields, the trade-mark 
pMp. The real question at issue between the parties is whether 
the respondent’s mark resembles that of the complainant so 
closely as to constitute an infringement; i. e., so closely as to be 
likely to be mistaken for it by the ordinary purchaser of the 
foods. 

The salient features of the complainant’s mark are a large 
M flanked on either side by small O’s—oMo. The salient feat- 
ures of the respondent’s mark are a large M, preceded by a 
small p, which is made with the vertical part noticeably shorter 
than the curved part, so that it looks not unlike the letter o, and 
followed by another p in which the vertical part is decidedly 
longer than the curved portion, and which, considered separately, 
would not be likely to be mistaken for the letter O—DMD. The 
respondent’s mark is applied to the same class of goods, in the 
same place, and in the same way as the complainant’s. The 
surroundings of the two marks are different ; but such differences, 
although they might be very important upon an issue of ‘unfair 
competition, are relevant here only upon the question whether 
there was an intent on the part of the respondent to imitate the 
complainant’s mark, a question which I do not find it necessary 
to decide (IValter Baker & Co., Ltd., v. Delapenha |C. C.] 
160 Fed., 746, 749). The complainant plainly has a property 
right in its trade-mark, and is entitled to be protected against 
any imitations thereof, whether the imitation be put out naked 
or be clothed with accessories (Walter Baker & Co., Ltd., v. 
Puritan Pure Food Co., [C. C.] 139 Fed., 680; Bass & Co. v. 
Feigenspan [C. C.] 96 Fed., 206, 212). 

The general principle upon which the respondent’s mark is 
constructed is the same as that on which the complainant’s is 
constructed, viz., a large central M flanked by two smaller letters. 
The first of these letters on the respondent’s mark is of unusual 


shape, and so closely resembles the corresponding letter in the 
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complainant’s mark as to be easily mistaken therefor. The 
prominent central letter is the same in each. The general design 
of the complainant’s trade-mark and two of the three elements 
of which it is composed are thus found in the defendant’s. 

It seems to me that the dissimilarity between the final p of 
the respondent’s mark and the final o of the complainant’s is 
not sufficient to overcome the strong resemblances in the other 
two elements of the marks, and in the marks as a whole, and 
| therefore find that the respondent’s trade-mark so clearly 
resembles in appearance that of the complainant as to be likely 
to deceive the public and the trade, and to constitute an infringe- 
ment of it. 

Decree for the complainant. 

Unitep States Expansion Bott Company v. H. G. KRoNCKE 
HARDWARE CoMPANY, et al. 


(225 Fed. Rep., 383) 
Western District of Wisconsin, July 24, 1915 


UNFAIR COMPETITION—IMITATION OF Form. 

Where the complainant copied the anchors or shields of expansion 
bolts made by the defendant, so as to deceive purchasers, and be dis- 
tinguishable only after close inspection, with a result that the 
fendant’s business is seriously injured thereby, the 
guilty of unfair competition. 


de- 
complainant is 


In Equity. On final hearing. Bill dismissed against one 


defendant. Decree in favor of other defendant on counter- 
claim. 


Banning & Banning, of Chicago, Ill., for complainant. 
Alan M. Johnson, of New York City, for defendants. 


SANBORN, District Judge.—Infringement suit on the patent 
to King McCreery and Vance McCreery, on a one-part expansion 
bolt designed for securing structures like signs, ladders, wiring, 
or pipes to walls of buildings, ceilings, roofs, etc. The defendant 
Diamond Company filed three counterclaims, one for infringe- 
ment by complainant of the patent to Henry W. Pleister, another 
for infringement of the patent to John H. Cook, and the third 
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for unfair trade or competition, in that the complainant has closely 
copied the forms of devices sold by the Diamond Company. In 
addition to these four issues, complainant in the replication pleads 
a claim of unfair trade against the Diamond Company, alleging 
that it has resorted to slander and defamation of complainant’s 
financial standing, reputation, and reliability, and in bad faith 
has threatened to involve complainant’s customers in litigation, 
if they trade with it. These issues are involved in prior suits 
in the United States district court of the southern district of 
New York and in the supreme court of the state of New York, 
but have been brought in this case under the liberal provisions 
of the equity rules, in order to have them all disposed of in one 
suit. 

The patents relate generally to expansion bolts, called two- 
part iron shields and one-part lead anchors. The principle of the 
expansion bolt is quite simple. The iron shield is like a section 
of a gun barrel split in two lengthwise, with the bore tapered 
so that by the insertion of a screw the barrel may be expanded 
and made to firmly and unshakably grip a socket in a wall. Lead 
anchors act on the same principle, and are used for lighter work. 
The holding power of the devices in greatly increased by having 
ribs or corrugations on their outer surfaces, circumferential on 
their inner, and longitudinal on their outer, ends, to prevent both 
withdrawal and turning of the shield when being fastened. 
The controversy turns mainly around the question of corruga- 
tions, although the Cook patent, while showing external spurs or 
gripping points, claims only interior features. 

After the litigation in New York was commenced, com- 
plainant acquired tte McCreery patent and brought this suit in 
Wisconsin, and by the pleadings referred to the whole con- 
troversy between the parties has been thus transferred to this 
district. The Diamond Company has done a large business in 
expansion bolts for many years, while the United States Com- 
pany has only recently come into the field. The former, while 
not covering the whole field, has done more than its share in 
introducing the expansion bolt to the trade, having spent large 
sums in advertising and demonstration for some 17 years. 
From 1908 to 1910 it sold 2,250,000 of its lag shields, and from 
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IQII to 1913, 1,500,000 a year. From 1908 to 1911 it sold 8,000,- 
000 lead anchors, and in 1912 and 1913 some 7,000,000. The 
selling returns of both forms in 1913 were $168,000. They were 


known to the trade as “Diamond” shields and “Diamond” anch- 
ors. Complainant did not commence the making or sale of the 
type of expansion bolts here in dispute until late in 1913, but 
by energetic methods, cutting prices, and copying the form and 
style of the Diamond goods, has proved a very formidable com- 
petitor. The appearance of the respective forms of shields 
and anchors is so similar as to make it quite difficult to distinguish 
them, unless the lettering is noticed. As to this point of unfair 
competition, complainant claims that the devices have reached 
their final form, and cannot practically be made in any other 
way, with the necessary efficiency and limit of cost; and that 
the rule of Pope Automatic Merchandising Co. v. McCrum- 
Howell Co. (191 Fed., 979; 112 C. C. A., 391; go L. R. A. 
|N. S.]. 463), in this circuit, is a controlling authority in favor 
of complainant. In rece rt cases in the Illinois district I have 
refused to apply the rule of this decision to infringing devices 
while the infringed patent was still in force (dutomatic Record- 
ing Safe Co. v. Bankers’ Registering Safe Co., 224 Fed., 506). 

Complainant claims the right to make and sell its bolts and 
anchors under the patent to the McCreerys, which dates from 
May 5, 1898, and will not expire until April 25, 1916; also under 
a public use of an improved form of the McCreery device, which 
was put into a ventilating system on a building in Cleveland, 
Ohio, in June, 1903. If this right be conceded, or assumed to 
exist, two other questions arise: First, whether in so exercising 
its rights complainant may lawfully adopt the exact form of the 
devices which for a lorg time have been produced by the Dia- 
mond Company, under the later patents to Pleister and Cook; 
and, second, whether these two patents are valid, in view of 
McCreerys’ patent, a prior Cook patent, and patents issued to 
J. W. Tripp in 1901, Anderson and Bebler in 1903, and others. 

The questions arising on the patents are quite close and 
technical, because all the inventions are of quite narrow scope. 
The principle of the expansion bolt was discovered as early 
as 1855 by Loudon and Ahlstrom, followed by Bartlett in 1873, 
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Calkins in 1894, and Kreinsen in Germany in 1896. The three 
patents here in question, therefore, are simply specific develop- 
ments or advances of the art, all of a limited character. The 
Diamond Company has built up a large business, partly on the 
Cook and Pleister patents, and the United States Company has 
developed a large and growing trade, based to a considerable 
extent upon unfair competition with the Diamond Company, but 
to quite a degree also on another form of expansion bolt, and 
by very erergetic methods. The United States business has not 
been due to any extent to its patent acquired from the McCreerys, 
that having been purchased as a protection to its business, after 
it had been sued for infringement by the Diamond Company. 

The great development of the expansion bolt has not been 
wholly the work of either of the parties. Other concerns have 
dealt in them very largely. They have advanced on their merits, 
aided by large and expensive advertising. As a matter of 
production the devices appear to have reached their cheapest, 
most efficient, and best looking form. The United States Com- 
pany claims that the designs cannot be changed in any particular 
without increase of expense and decrease of efficiency. 

‘ i . 

The Question of Unfair Competition by Complainant against 
the Diamond Company. It appears that in July, 1913, the gen- 
eral manager of the United States Company called on the man- 
ager of the Diamond Company and asked for reduced prices on 
shields and anchors, and if he could not get them, threatened 
to copy them. About the same time he called on another com- 
pany dealing in expansion bolts, and stated that he expected to 
manufacture shells which would be a duplicate of those pro- 
duced by the Diamond Company, and at the same interview 
he produced sample lead anchors which were exactly like those 
of the latter company. Attempts were also made to hire sales- 
men of the Diamond Company. 


When the shields and anchors of the United States Com- 
pany came out, they were almost exactly like the Diamond 
devices, with which the trade was familiar. They can only be 
distinguished by close inspection. The evidence shows that 
the trade was deceived. The new articles were sold at a lower 
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price, and the Diamond Company’s large business, built up after 
years of effort, was seriously injured. The only defense at- 
tempted for thus appropriating the fruits of years of outlay and 
effort (aside from the patents) is that the devices can be made 
in no other way on a competitive basis. On this question the 
burden of proof is on the complainant, and I think the testi- 
mony does not support its position. 1 am satisfied some way can 
be found to avoid confusion, which will also be as practical and 
inexpensive as that now employed by complainant. This is most 
certainly true of the lead anchors. 

\s to unfair competition by the Diamond Company, the evi- 
dence does not support the claim made against it. There should 
be a decree sustaining each of the three patents in suit, also the 
prior use, that none of the patents is infringed, and for an ac- 
counting and damages against complainant for unfair competi- 
tion, without costs for or against any party. The bill should 
be dismissed as to the H. G. Kroncke Hardware Company. 


NEW YORK SUPREME COURT 


THomMaAs R. WitHers, Respondent, v. JouN D. Miius and JoHN 
F. HonneEss, Appellants 


(168 App. Div., 209) 
Appellate Division, First Department, June 18, 1015 


TrRADE-MARKS AND TrRADE-NAMES—USE oF FIRM Nami 

Plaintiff and one of the defendants were co-partners for many 
years. By the terms of their last co-partnership contract the plaintiff 
agreed that when the firm should be dissolved by limitation, the good 
will thereof should be the property of the defendants \t the expira 
tion of their partnership, the defendants organized a third firm to 
‘arry on the same business under the same name. Such being the 
status of the case, an order granting an injunction pendente lite re 
straining the defendants from using the firm name should be reversed. 


Appeal from an order of the supreme court, made at the 
New York special term, granting an injunction pendente lite 


Reversed. 


William Lloyd Kitchel, for the appellants. 
Nathan A. Smyth, tor the respondent. 
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Scott, J.— The defendants appeal from an order made at 
Special Term granting plaintiff’s motion for an injunction pen- 
dente lite, restraining the defendants from representing them- 
selves as successors of or to the business of Withers & Mitis 
or from using the name of Withers & Mills in any way except 
so far as may be necessary in liquidating the business of the 
former co-partnership of Withers & Mills. 

The action is, in form, one for a partnership accounting, 
and for a permanent injunction to the same effect as that granted 
by the order appealed from. 

The plaintiff and the defendant Mills had for a long time 
prior to January 10, 1910, been co-partners in business under 
the firm name or style of Withers & Mills, the defendant Hon- 
ness having been a clerk in their employ. The firm had been 
engaged in the insurance business, and had been successful in 
establishing a good will of considerable value. On January 10, 
Ig10, a new firm was created under the name of Withers & 
Mills for a period of five years, the partners being the plaintiff 
and the two defendants. By the terms of the articles of co- 
partnership Withers & Mills assigned to the new firm the good 
will of the antecedent firm of Withers & Mills, and it was 
expressly provided that plaintiff “shall have no further prop- 
erty interest in any part of said good will.” Withers was at 
that time in somewhat impaired health and it was, therefore, 
agreed that while Mills and Honness should devote their entire 
time to the business of the firm, Withers should devote to 
the business only such time as he might care to devote thereto, 
and none if he should so elect. It was also provided that Withers 
should receive the sum of $6,000 per annum, payable monthly, 
with a reduction in case the profits of the business should fall 
below $28,000 per annum. In point of fact he did receive that 
sum during the full term. It was also provided that in case of 
Withers’ death during the term the annual payments should 
continue to be made to his estate, and if he should withdraw 
from the firm he should notwithstanding continue to receive 
the agreed sum annually during the prescribed term. The toth 
clause of the articles of co-partnership read as follows: “Tenth. 
Upon the dissolution of this co-partnership by limitation of time, 
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or for any cause, except the death of Mills or Honness, the good 
will thereof, and the agencies of insurance companies, shall be 
the property of whichever of them tenders to the other, within 
thirty days after such dissolution, the highest price in cash (or 
certified check) for said good will. The partner thus entitled 
to said good will shall have the exclusive right to the lease and 
occupancy of the place of business of the co-partnership. He 
shall be entitled to the ownership and possession of its books of 
account and papers. He shall have the sole right to hold him- 
self out as the successor of the business of the co-partnership 
and to solicit the business of its customers, and the agencies 
aforesaid. The partner to whom said higher price shall have 
been tendered, as aforesaid, shall do all acts which may be 
necessary fully to vest the one who made such tender with said 
good will and other property, and will do no act to hinder or 
diminish his full enjoyment thereof.” 

The 12th clause read as follows: “Twelfth. If both Mills 
and Honness should die before January 10, 1915, leaving Withers 
surviving, the good will of the business, the lease, the books 
and papers of the co-partnership and the agencies shall be the 
property of Withers.” 

Upon the expiration of the co-partnership term the defend- 
ants organized a co-partnership for carrying on the same busi- 
ness under the firm name of Mills & Honness, holding them- 
selves out upon their stationery and otherwise as successors 
to Withers & Mills. 

It seems quite apparent that by the express terms of the 
agreement of January 10, 1910, Withers not only joined in the 
assignment to the firm then created of the good will of the 
former firm of Withers & Mills, and expressly agreed that he 
should have no further interest in that good will, but also agreed 
that upon the dissolution of the partnership by limitation of 
time, or for any other cause except the death of Mills or Hon- 
ness, the good will should go to them. This finds confirmation 
in the provision of the 12th clause, that in case of the death 
of both Mills and Honness, leaving Withers surviving, he should 
succeed to the good will. This is the only contingency con- 


tained in the articles under which he is to have any interest 
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therein. It is, of course, quite immaterial that Mills and Hon- 
ness did not go through the form of bidding against each other 
for the exclusive use of the good will. The provision for such 
bidding was evidently inserted wholly for their benefit, and it 
was unnecessary to resort to it when they agreed to continue 
in business as co-partners and to use the good will jointly. 


The complaint and the moving affidavits contain many al- 


legations concerning the bad condition of Withers’ health when 
- ° Lah 

the agreement of January 10, 1910, was entered into. These, 

however, are wholly immaterial, because no relief is sought to 

be based upon them. Our conclusion is that the order appealed 

from must be reversed, with ten dollars costs and disbursements, 

and the motion denied with ten dollars costs. 


INGRAHAM, P. J., MCLAUGHLIN, LAUGHLIN and Ciark, JJ., 


concurred. 


OREGON SUPREME COURT 
Woop, et al. v. Woop 
(151 Pac. Rep., 960) 
October 5, 1915 


TrapE-NAME—RiIGHt To Usk FAminy NAME 

Although a natural person has an unqualified right to the use 
of his family name in conducting any business, even though such use 
be detrimental to others of the same name, he is not entitled so to 
use it as to pass off his goods or business as the goods or business 
of another. 

TRADE-NAMES—WoRrDS SUSCEPTIBLE OF APPROPRIATION—UNFAIR ComM- 

PETITION. 

The plaintiffs formed the Wood Realty Company, and filed a 
certificate of their assumed business name. The defendant began 
business as the W. E. Wood Realty Company. Confusion resulted. 
The word “Realty” when employed to qualify the word “Company” 
is descriptive of a certain class of business and cannot be made a 
part of a technical trade-name, but its use in the same locality by 
two firms whose trade-names are otherwise identical, tends to con 
stitute unfair competition. The adoption by the defendant of the 
word “Company” evidences a purpose to simulate the plaintiffs’ 
assumed name. 

TRADE-N AMES—I NFRINGEMENT—FRAUDULENT INTENT. 

In a suit to enjoin the infringement of a trade-name, it is not 
necessary to prove that there was a fraudulent intent to deceive. 
It is enough that the public is in fact deceived. 


Appeal from a judgment of the circuit court, Lane County, 


in favor of the plaintiffs. Affirmed. 
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This is a suit to enjoin the use of a trade-name. The facts 
are that the plaintiff H. H. Wood and a Mr. Galey were partners 
and engaged at Eugene, Ore., as land brokers under the firm 
name of the “Galey-Wood Realty Company” until October, 1912, 
when Galey retired and the plaintiff Harvey Wood succeeded 
him, whereupon the firm was reorganized and continued the 
business at the same place as the “Wood Realty Company.” 
The defendant W. E. Wood alone began business in the same city 
in May, 1913, as the ‘“W. E. Wood Realty Company.” The 
plaintiffs on December 26, 1913, duly filed a certificate of their 
assumed business name as required by statute. (Gen. Laws Or. 
1913, c. 154). The cause being at issue was tried, resulting in 
a decree as prayed for in the complaint, and the defendant 
appeals. 


S. D. Allen, of Eugene, for appellant. 
S. N. Burton, of Eugene (Jones & Burton, of Eugene, on 
the brief), for respondents. 


Moore, C. J. (after stating the facts as above.)—It is con- 
tended that the defendant was entitled to the use of his family 
name, and that the word “realty,” when applied to the business 
in which he was engaged, was a term of description, and, such 
being the case, an error was committed in granting the relief 
awarded. Though there is a_ well-recognized distinction be- 
tween a trade-mark and a trade-name, these classifications are 
usually treated in text-books under the title of the former des- 
ignation, and legal restraint is granted or denied upon a consid- 
eration of the question whether or not the similarity in the ap- 
pellation is such as to constitute unfair competition. 
Unfair Trade, § 52.) 
observes : 


( Hopkins, 


This author, in referring to that subject, 


“In using the expression ‘trade-name,’ however, it must be remem- 


bered that it is simply a colloquial term, used by the courts as a matter 
of convenience, and that it has no technical significance.” 

Reasonable rivalry in the pursuit of any trade or occupation 
usually promotes the public welfare by preventing a monopoly. 
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It is only when the persons engaging in a contest, to secure 
business or to obtain employment, adopt similar trade-names 
or select like designs as trade-marks, and thus are enabled to 
appropriate a competitor’s trafhe or the fruits of his vocation 
whereby such conduct tends to deceive the public, that equity 
will intervene. 

The rule generally obtains that a natural person has an 
unqualified right to the use of his family name in conducting 
any business, though such use may be detrimental to other in- 
dividuals of the same name, or to corporations in the titles of 
which such name forms the whole or an integral part. (Russia 
Cement Co. v. Le Page, 147 Mass., 206; 17 N. E., 304; 9 Am. 
St. Rep., 685. See, also, the valuable notes to /nternational 
Silver Co. v. William H. Rogers Corporation, 2 Ann. Cas., 407, 
415; Martell v. St. Francis Hotel, 16 Ann. Cas., 593, 596.) 


“The name of an individual,” says a text-writer, “does not constitute 
a valid technical trade-mark because, as between persons of the same 
or similar names, each has an equal right to use his own name in his 
own business, and trade-marks, being property rights, are necessarily 
exclusive. Every one, however, is entitled to protection against unfair 
competition, and no one is entitled so to use even his own name as to 
pass off his goods or business as the goods or business of another, 
thereby robbing the latter of the benefits of his good will and reputation 
and working a fraud upon the public.” (28 Am. & Eng. Encl. Law [2d 
Ed.], 384.) 


To the same effect, see, also, 38 Cyc., 724; Hopkins, Unfair 
Trade, § 51. 

In Martin Co. v. Martin & Wilckes Co., (75 N. J. Eq., 39, 
50; 71 Atl., 409, 414), in discussing this subject Mr. Vice Chan- 
cellor Stevenson remarks: 


“Il think we have got beyond the notion, if it ever prevailed, that 
a man has an absolute right to use his name in his business shutting 
his eyes to the inevitable effect of such use to deceive the public gen- 
erally, and to injure some other dealer in the market. The maxim, ‘Sic 
ufere tuo ut altenum non Iledas, applies to everything that a man has, 
including his name.” 


In a note to the case of Martell v. St. Francis Hotel Co., 
(16 Ann. Cas., 593, 596), it is said: 


“Where a personal name has become identified with certain goods 
or a certain business, it is incumbent upon a person with a similar name, 
subsequently engaging in the same business or dealing in the same kind 
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goods, to take such affirmative ste 
fusion.” 


ps as may be necessary to prevent 


It will be assumed, without deciding the question, since a 
determination thereof is unnecessary on account of the con- 
clusion reached on the other inquiry, that the defendant’s initials, 
“W. E.,” prefixed to a part of his assumed name, evidence an 
affirmative act designed to prevent confusion with the plaintiff's 
trade-name in this particular. See, however, the case of Halter 
Baker & Co. v. Sanders, (80 Fed., 889; 26 C. C. A., 220), in 
which it was held that, where by long use the words “Baker's 
hocolate” had come to mean in the minds of the public the 


plaintiff's goods, a subsequent maker of chocolate with the same 


name was not entitled to use that name, whether with his given 


name or its initials, in such manner as to announce that the goods 


he sold were “Baker’s chocolate.” 
The plaintiff, H. H. Wood, referring to the defendant, tes- 
tihed as follows: 


“Directly after I heard that he was engaged in that business under 
that name, I remonstrated with him, and | asked him to desist, that we 
ould have a confusion of business, we were doing business under that 
name, and he said that he had his stationery out, and I asked him if 
he couldn’t cancel the stationery and do away with it in some way, and 
he declined to do that. Finally he told me—well, I spoke to him about 
afterwards, whether at that time or at the time afterwards I spoke 
to him about it, and he says he thought he had a perfect right to use 
his own name in his own business. I told him he had no right whatever 
to use our firm name. I says: ‘Who is vour company? Have you a 
partner?’ ‘No,’ he says, ‘but I expect to have.’ I says, ‘If you haven't 
partner, you are not a company.’ ” 


+ 


In Fuller v. Huff, (104 Fed., 141, 143; 43 C. C. A., 453, 
55; 51 L. R. A., 332, 334, 335), in speaking of a generic term 
used in a trade-mark, the court says: 


“The term ‘health food’ means healthy food, or health-producing 
food, and is therefore descriptive of quality, and cannot be a technical 
trade-mark, either with or without the word ‘company,’ any more than 
e word ‘nutritious wine’ could be a valid trade-mark If a case 
against the defendant exists, it is one of unfair competition; and the law 
upon the subject of the adoption by a competitor of names or words 
descriptive of quality, which have previously become trade-names, and 
which adoption will constitute unfair competition, is correctly stated 
by the counsel for the defendant as follows: ‘When such a mark, name, 
or phrase has been so used by a person in connection with his business 
r articles of merchandise as to become identified therewith, and indicate 
the public that such articles emanate from him, the law will prohibit 


+1 
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others from so using it as to lead purchasers to believe that the articles 
they sell are his or as to obtain the benefit of the market he has built 
up thereunder.’ 

“The same statement of the law is contained in the case of Reddaway 
v. Bunham ([1896] A. C., 199), decided by the House of Lords in 18096, 
in which it was held that one person was not entitled to pass off his 
goods as those of another by selling them under a name likely to deceive 
purchasers, whether immediate or ultimate, into the belief that they 
were buying the goods of the former, although the name was, in its 
primary sense, merely a true description of the goods. The subject of 
the unlawful use by competitors of the name under which a rival has 
previously presented himself to the public and has gained a_ business 
reputation, although the name is not strictly a trade-mark, and is either 
geographical or descriptive of quality, has been frequently of late before 
the courts, which have demanded a high order of commercial integrity, 
and have frowned upon all filching attempts to obtain the reputation of 
another.” 


Further in the opinion it is observed: 


“Although the intent of the defendant’s principal when it com- 
menced to use the name ‘Health Food’ may have been innocent, the 
continuance, after it had learned of the complainant’s prior use, indicates 
its deliberate intention to use the name without reference to the com- 
pla:nant’s possible prior rights.” 


A lexicographer defines the word “realty” thus: 


“A term sometimes used as a collective noun for real property 
or estate—more generally to imply that that of which it is spoken is 
of the nature or character of real property or estate.” (Bouvier’s Law 
Dictionary [Rawle’s 3d Ed.]). 


The term “realty,” as used by the defendant, when employed 
to qualify the word “company,” evidently means an offer on 
his part to negotiate for others the purchase and sale of land, 
the obtaining of loans of money to be secured by real property, 
etc. The expression. “realty,” as thus applied is descriptive of 
a class of business in which the parties hereto are engaged. 
Such term therefore cannot be a part of a technical trade-name, 
but its use, in the same locality, subsequent to the plaintiffs’ 
adoption of the word, tends to constitute unfair competition in 
that, as the testimony discloses, owners of real property have 
been led to believe that the term related to the plaintiffs’ as- 
sumed name and by this means the defendant may have been 
and, unless restrained, will be enabled to obtain the benefit of 
the good will which his rivals have built up. 


It will be remembered that the defendant, having no partner 
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in the real estate business, adopted as a part of his trade-name 
the word “company,” which indicates that he had formed, with 
other individuals, an association or partnership (Goodyear’s 
India Rubber Glove Mfg. Co. v. Goodyear Rubber Co., 128 
U. S., 598, 602; g Sup. Ct., 166; 32 L. Ed., 535). The employ- 


ment by the defendant of the word “company,” when there was 
no other member, evidences a purpose to simulate the plaintiffs’ 
assumed name, and particularly so when, after the defendant 
was notified of the prior legal adoption of such word as a part 
of his rivals’ trade-name, he persisted in taking advantage of 
the term, thereby indicating a deliberate intention to continue 
such use without reference to the plaintiffs’ right. (Hygeia 
Distilled Water Co. v. Consolidated Ice Co. [C. C.] 144 Fed., 
139; Regis v. H. A. Jaynes & Co., 185 Mass., 458; 70 N. E., 
j8o). But, however this may be, it has been held that, in a 
suit to enjoin the infringement of a trade-name, it is not nec- 
essary to prove that there was a fraudulent intention to-deceive. 
(Viano v. Baccigalupo, 183 Mass., 160; 67 N. E., 641; Saxlehner 
v. Stegel-Cooper Co., 179 U. S., 42; 21 Sup. Ct., 16; 45 L. 
Ba. 77.) 

It appears from the testimony that several persons wrote 
to the defendant upon matters pertaining to real estate dealings 
when they supposed they were addressing their communication 
to the plaintiffs, and that by the use of the name referred to 
the public was deceived, thereby substantiating the fact of unfair 
competition. 

It follows from these considerations that the decree should 
be affirmed, and it is so ordered. 

BEAN, Eakin, and McBripe, JJ., concur. 


COMMISSIONER OF PATENTS 
Descriptive Terms. 


The name “ScotTissue” for paper towels held not to be so 
descriptive as to be unregistrable. Affidavits submitted showed 
long and extensive use of the mark by the applicant, which had 
made the word distinctive of the applicant’s goods. The decision 
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oft the examiner, refusing registration was overruled. No ref- 
erence is made to the previous decision, rejecting the application 
of the same party for registration of the mark in the form 
“Scotissue” (173 O. G., 287; | Reporter, vol. 1, p. 343].  (Cit- 
ing Ew parte, Putnam Knitting Company, 115 Ms. Dec., 362, 
|Reporter, vol. 5, p. 84], “Turknit”; Ex parte, Carlson-Lusk 
Hardware Company, 115 Ms. Dec., 16 | Reporter, vol. 4, p. 565], 
‘“’Tatronife’). (1) 

“French Satin” is not the proper subject of a trade-mark 
as applied to writing paper, since “French” is geographical and 
“Satin” is descriptive or deceptive. (*) 

The trade-mark ‘“‘Kookeezy” for tapioca is descriptive, being 
merely a misspelling of the words “cook” and “easy,” and de- 
scriptive of the quality desirable in tapioca. (*) 

Application to register the trade-mark “Smoothback” as a 
trade-mark for petticoats. Held to be descriptive and, therefore, 
unregisterable. (4) 

A trade-mark for crayons, consisting of two concentric 
circles enclosing the representation of two crayons, one over the 
other, at right angles, 1s registrable. In view of the manner in 
which the crayons are arranged, the mark is distinctive and not 
a mere representation of the goods. (°) 

Application to register the words “Best Knit’ for hosiery, 
the letters “B” and “K” being different in color from the re- 
maining letters of the words, and the whole having a paragraph 
underneath. Held that the mark was not registrable because 
descriptive, but the applicant was allowed to reinstate the mark 
as originally applied for and shown in the labels, with an arrow 
piercing the words. It was ruled that if this was done, the 
mark should be passed to publication and registered, if not 
opposed. (6) 

An appeal from the decision of the examiner of interfer- 
ences, dismissing the opposition to the registration of the word 
“San-Tox,” written in script on a large number of toilet prep 

(1) parte, Scott Paper Company, 117 Ms. Dec., 262. 
parte, J. C. Blair Company, 117 Ms. Dec., 248. 


parte, FE. R. Durkee & Company, 117 Ms. Dec., 310. 


x 

x 

X 

.X parte, Sam Rosenbaum & Sons Company, 117 Ms. Dec., 287. 
x 

x 


parte, Ernest W. A. Rolles, 117 Ms. Dec., 284. 
parte, Milwaukee Hosiery Company, 117 Ms. Dec., 286. 
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rations. ‘The opposer alleges prior use of the mark “Sanatol’’ 
n similar goods. ‘There is no allegation that any confusion in 
he trade has occurred between these marks. 

The examiner of interferences dismissed the opposition, 
argely on the ground that no one is entitled to the exclusive 
use of the first syllable “San,” the main, common feature of 
he words “San-Tox” and “Sanatol.”’ 

The examiner called attention to the registrations of “Sani 
tas,” “San.I.Fla.,.” “Sanident,” “Sanibu,” “Saniderm,” “San-I- 
Germ” and “Sanipure,” as showing the the office has, for a long 
time, considered no one entitled to the exclusive use of “San.” 

In view of these references, the commissioner held on appeal 
that no one can claim any exclusive use to the first syllable of 
the alleged conflicting words ‘“San-Tox” and “Sanatol,” and the 
opposition was properly dismissed. (7) 

\pplication to register the word “Chain” for rubber vehicle 
tires. The examiner cited a design patent, showing a design 
in the form of a chain embossed on the tires. Held that the 
tires so made would naturally be called “Chain Tires” or “Chain 
Tread Tires” and that this form of tread had a useful function 
to prevent skidding. Hence, on the expiration of the patent, 
anybody could make the tires and call them “Chain Tires,” and 

the right to do so should be preserved. The mark should be re 
jected as descriptive. (*) 


\pplication to register the trade-mark 


éé elly — 7 


ant ip Tread. 


ee 


‘The examiner has apparently taken the ground that descriptive and 

seographical words or terms, however distinctively displayed, are not 

vistrable. Section five of the trade-mark statute forbids the registra 

n of marks consisting of words or devices that are descriptive of the 

ods with which they are used. The examiner’s construction of this 

lause seems to have ignored the word ‘merely.’ I cannot concur in 

this contention. If a descriptive mark is sufficiently distinctively dis 
| 


(1) Sanatol Chemical Laboratory Company v. The DePree Chem- 
al Company, 117 Ms. Dec., 122. 
(2) Ex parte, United States Tire Company, 117 Ms. Dec., 448. 
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played, I see no reason why it is unregistrable. It would not then, in 
the language of the statute, be merely descriptive.” 

It is only the mark as an entirety that the applicant asks 
should be registered, and as a whole it is sufficiently arbitrary 
to entitle it to registration. (1) 


J. T. NEwron, 


First Assistant Commissioner. 


The Yale & Towne Manufacturing Company, petitioned the 
commissioner, requesting the issuance of an order to the ex- 
aminers, prohibiting the use in applications for patents of the 
word “Yale” as a word descriptive of any particular construc- 
tion or type of lock or other article of builders’ hardware. 

The ground of the petition stated that “Yale” has been 
registered in the office as a trade-mark for locks and builders’ 
hardware, and that the office has, therefore, recognized the 
fact that the word indicates origin and is not descriptive. Hence, 
the office cannot consistently permit the use by others of the 
word “Yale” as descriptive; that such use by applicants operate 
to petitioner's injury, in that it induces the public to use the 
word on locks, under the guise of a descriptive term, whereas 
such use is for the sole purpose of trading upon petitioner’s 
reputation; and that there is no necessity for such use of the 
word “Yale” by applicants since suitable words of description 
might be substituted therefor. 

“Yale Lock” is defined in the Century dictionary “a safety 
lock in which is used, in place of wards, a special form of pin 
tumbler,” etc. Where a word is as well known as “Yale,” when 
applied to locks, it is not believed that the office can legally 
prevent its use by the public provided, of course, the use is 
descriptive as distinguished from a trade-mark use. It has 


been held by the courts in reference to such use of the word 
“Celluloid” : 


As a common appellative, the public has a right to use the word for 
all purposes as designating the article or product except one,—it cannot 
use it as a trade-mark or in any way that a trade-mark is used by 
applying it to and stamping it upon the articles. The complainant alone 


(1) Ex parte, Consolidated Rubber Tire Company, 117 Ms. Dec., 464. 
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can do this and any other person doing it will infringe the complainant’s 
right. Perhaps, the defendant would have the right to advertise that 

manufactures celluloid. But this use of the word is very different 
from using it as a trade-mark stamped upon its goods. 


It is the custom in designating machines in patent spec- 
ification, to refer to them by their trade-names where such 
names have become sufficiently well known. For example, an 
improvement on a typewriter of the well known “Remington” 
type is frequently referred to by patent as an improvement on 
the “Remington” typewriter and it might be seriously incon- 
venient to refer to it otherwise. The same thing applies to other 
machines, such as the Burroughs Adding Machine and the Na- 
tional Cash Register and the Singer Sewing Machine, etc. | 
find a similar petition filed by Celluloid Mfg. Co., against the 
use of the word “Celluloid” by the office was refused by the 
commissioner, who held that: 


The fact that the word “Celluloid” has been both registered and 
sustained as a trade-mark, does not prevent any private individual or 
public official from employing the word in any other connection or 
relation than as a trade-mark, and there is no legal or sufficient reason 
why the patent office may not use the word in the same way as an 
individual, so long as it is not employed as a trade-mark. 


A petition against the use by the patent office, in its official 
classification, of “Linotype” as a designating title for certain 
classes, was granted on the statement that: 


The principal occasion which permits the present petition is the 
fact that the trade-mark “Linotype” has been attacked in Germany 
where it is also registered and one of the principal and most dangerous 
grounds advanced in connection with the annulment proceedings is the 
statement that it has been adopted by the United States patent office 
in this country as a designating title. The petitioner is advised by its 
German counsel that if the United States patent office would now 
change these designations, such changes would very likely obviate the 
danger, and it is particularly for this reason that the petitioner asks for 
speedy action. 


The office does not use “Yale” in any title of its official 
classification and in the absence of the showing of any specific 
injury to this petitioner, the commissioner refused to issue the 
order requested, but directed officials of the office to refrain 
from using “Yale” in applications for patents as descriptive of 
any type of lock or builders’ hardware and to discourage this 
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use by applicants so far as practicable by advising them against 
such use. (') 
THOMAS EWING, 


Commissioner. 
Conflicting Marks 


The words “Beaver” and “Badger,” as applied to wall 
board are not so similar as to be confused one with the other. 
Opposition dismissed. (?) 


Opposition to the registration of a trade-mark for men’s 
coats, vests and trousers, consisting of the representation of a 
tiger upon a pedestal and the name “Royal Tailor.” Held that 
ready made and custom made clothes are goods of the same 
descriptive properties; that both parties having used the tiger 
in various forms, the head, the full picture of a tiger, and other- 
wise, the prior user was entitled to the benefit of the doubt as 
to the equivalency of the marks, although the opponent’s reg- 
istration of the mark in the patent office showed only a tiger’s 
nead, and the ruling of the examiner of trade-marks, refusing 
the application originally because of that prior registration, was 
. The Royal Tailors, 
113 Ms. Dec., 181 | Reporter, vol. 4, p. 452]). (°) 


overruled by the commissioner (Ex parte 


Application to register “Creamel’’ for biscuit, rejected be 
cause of registration of “Creamalt” for bread, cake, pastry and 
crackers. Where, as in this case, the registrant has no objec 
tion to the registration and the goods are somewhat different, 
held that the mark should be passed for publication and reg 
istered, if not opposed. (*) 


Opposition to register the words ‘National Call” for alarm 
clocks. The opponent claimed to have made use of the words 
“National Call” on its “Big Ben” clocks as a secondary trade- 


(1) Ex parte, Yale & Towne Manufacturing Company, 117 Ms. 
Dec., 115 


(2) Beaver Company v. John Schroeder Lumber Company, 117 Ms. 
Dec., 399 


(3) J. M. Robinson, Norton & Company v. The Royal Tailors, 117 
Mis. Dec., 330. 


(4) Ex parte, Loose-Wiles Biscuit Company, 117 Ms. Dec., 352. 
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mark or advertising term to such an extent that the words had 
come to be known in the trade as identifying the opponent’s 
goods, so that under that name their goods were ordered and 
supplied. The action of the examiner, dismissing the notice 
of opposition, was reversed. (Electro Steel Company v. Linden- 
burg Steel Company, 215 ©. G., 977 |Reporter, vol. 5, p. 


1 
) 


295 | Wass 


|. T. NEwTon, 


First Assistant Commissioner. 


Sale of Trade-Mark 


Interference involving title to the trade-mark “Campus” 
for suits. The purchase of a trade-mark. registered in the 
patent office, from a party who has passed through bankruptcy 
and is no longer in business, conveys nothing and confers no 
rights of succession upon the assignee. (2?) 

|. T. NEwTon, 


First Assistant Commissioner. 
Corp rate Vames 


Opposition to an application to register the trade-mark 
“Simplex” for steam heated apparatus for pasteurizing milk 
and apparatus for cooling milk. A previous opposition was sus- 
tained and the applicant amended the description of goods as 
above, so that, as held by the examiner, the goods applied for 
now, are of different descriptive properties from those of the 
applicant. 

Opposition is now made on the ground that the applicant 
should not be allowed to register a substantial part of the cor- 
porate name of the opponent (Asbestone Company v. Philip 
Carey Mfg. Co., 200 O. G., 8 


J/ 


The registration of corporate names is forbidden by the statute, 


| Reporter, vol. 4, p. 161]). 


because of the common law right of a corporation to exclusive 


(1) Western Clock Company y. Sears, Roebirek & Company, 117 
Ms. Dec., 465 
Charles Kauffman & Brothers v. M. Wile & Company, 117 Ms. 


9 


{< 


) 
Dec. 359 
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use of its name. The contention that the name “Simplex’”’ is 
not alone a corporate name is disposed of by earlier decisions. 

The use by the applicant of the trade-mark ‘“Simplex’”’ 
upon churns, before the incorporation of the opponent, does not 
avail them, because 


“after the Simplex Electric Heating Company was invorporated, the 


statute forbids the patent office from further registering ‘Simplex’ for 
goods of other descriptive properties, and the reasoning of the Asbestone 
1 


cuse would seem to apply to the present case.” (1) 
4h Y ~ r a 
J. T. NEwrTon, 
First Assistant Commissioner. 


Proper Name 


\pplication to register the name “Bowser,” the letters being 
connected at the top and bottom by a line and being shorter 
at the ends than in the middle. Held that this was a common 
surname and the form of it was not distinctive. (7) 

J. T. Newron, 
First Assistant Commissioner. 


Government Insignia 


\pplication to register the trade mark “Treasury” for writ- 
ing inks. The labels show the use of the mark “U. S. Treasury” 
and the application was originally made to register the mark 
in that form and was rejected. A prior registration made in 
i882 of the mark “U. S. Treasury” claimed as an essential 
feature of it the word “Treasury.” Held that, if the applicant’s 
inks were known as “Treasury Inks,” as claimed, the applicant 
should change its mark. Aside from the fact that the letters 
“U.S.” is an insignia of the government, it is a misrepresenta- 
tion to call inks “U. S. Treasury Inks.” If the applicant would 
eliminate the letters “U. S.” from the labels, no doubt he might 
register the name “Treasury.” (*) 

J. T. NEwron, 
First Assistant Commissioner. 
(1) Siniplex Electric Heating Company v. D. H. Burrell & Com- 
pany, 117 Ms. Dec., 342. 


(2) Ex parte, S. F. Bowser & Company, Inc., 117 Ms. Dec., 340. 
(3) Ex parte, William A. Davis & Company, 117 Ms. Dec., 336. 
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Use Necessary to Title 


Interference between application of Swift & Company to 
register the trade-mark “Vanity Fair” for soap, and the prior 
registration by Richard Hudnut of the trade-mark “Vanity” for 
the same goods. Evidence showed use of its trade-mark by Swift 
& Company since June, 1913. Hudnut registered his trade-mark 
on January 30, 1912, claiming use since August 11, 1910. The 
evidence of use by Hudnut prior to the declaration of the inter- 
ference, however, consisted of a single transaction. On August 
11, 1910, Hudnut, who had not previously made use of the trade- 
mark ‘“‘Vanity,” shipped to a consignee in Paris a line of eleven 
“Vanity” preparations, one-fourth dozen of each, and thereafter 
applied for registration of the trade-mark for the eleven articles 
covered by the shipment. No use, however, of the trade-mark, 
with the exception of that single transaction was shown on soap 
or on any of the other goods, except perfume, rouge and sachet. 
The circumstances attending this single shipment did not clearly 
appear. The commissioner said that there was no satisfactory 
explanation of why the goods were ever sent. No order for the 
goods was produced and the shipping clerk testified that the 
original order was on the order blank of Richard Hudnut and 
not of the consignee. No reason was given why the consignee 
should not have bought the goods from Hudnut’s Paris estab- 
lishment, if he wished them at all, or why he should have ordered 
“Vanity” soap and ten other “Vanity” preparations, none of 
which had ever been on the market at that time. 

The commissioner said just how much use is necessary to 
retain a trade-mark once adopted is difficult to say, but cites 
an English case in which Sir W. Page Wood laid down the rule: 

“The simple question in these cases is, has the plaintiff, by the ap- 
propriation of a trade-mark fixed in the market where his goods are 
sold, a conviction that the goods so marked were manufactured by him” 
(Collins Company v. Brown, 3 K. & G., 427). 

The commissioner concluded that the testimony in the case 
failed to establish that Hudnut had fixed in any market a convic- 
tion that the “Vanity” soap was made by him or that he had ever 
established any reputation for “Vanity” soap, but, on the con- 
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trary, his use of “Vanity” soap was a mere transient one and 
conferred upon him no rights (citing Levy, et al. v. Waitt, et al., 
61 Fed. Rep., 1008; Farmers Manufacturing Company v. W. R. 
Harrison < Company, 98 O. G., 2062; Fussell Company v. 
Hudson Condensed Milk Company, 112 Ms. Dec., 252 | Reporter, 
vol. 4, p. 172]; Richter v. Reynolds, 59 Fed. Rep., 577; Menendez 
v. Holt, 128 U. S., 514; McMahon Pharmacal Company v. The 
Denver Chemical Manufacturing Company, 130 Fed. 


Rep., 
408). (*) 


J. T. NEwron, 
First Assistant Commissioner. 


Opposition Proceedings—-Revival 


An application was withdrawn after publication and action 
taken by the patent office, terminating the proceedings. There- 
after, notices of opposition were filed, and the examiner set 
aside his previous action and revived the proceeding for the 
hearing of the opposition. Held that this was error, the pro- 
ceeding having terminated before the notices were filed. (7) 

J. T. Newron, 
First Assistant Commissioner. 


(1) Swift & Company v. Rrehard Hudnut, 117 Ms. Dec., : 
(2) Ex parte, Rockwood Chemical Company, 117 Ms. Dec., 288 
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The 
| United States Trade-Mark Association 


| Maintains the most complete bureau for the protection of 
| trade-marks in this, or in any country; 


Owns the largest library of trade-mark literature in the 
United States, and one of the largest in existence; 


| Furnishes the most reliable information to be had, on any 
question of trade-mark protection; 


Registers trade-marks in all countries; 


Has proposed and passed legislation of inestimable value to 


trade-mark property, both in the United States and in foreign 
countries ; 


Cooperates with attorneys in protecting their clients’ interests. 
Tue Unitep States TrRADE-MarkK ASSOCIATION, 


32 Nassau Street, 


New York City. 





